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DETAILED ACTION 

1 . In the preliminary amendment filed April 21 , 2006, claims 1 -1 8 were canceled 
and claims 19-36 were added. Accordingly, claims 19-36 are pending in this 
application. 

Priority 

2. Acknowledgment is made of Applicant's claim for foreign priority under 35 
U.S.C. 1 19(a)-(d). The certified copy of Application No. 2003-365047, filed on October 
24, 2003, in the Japanese Patent Office, has been received by the Office. 

Information Disclosure Statement 

3. The information disclosure statement filed April 21 , 2006 fails to comply with 37 
CFR 1.98(a)(3), which requires a concise explanation of the relevance, as it is presently 
understood by the individual designated in § 1.56(c) most knowledgeable about the 
content of the information, of each patent, publication, or other information listed that is 
not in the English language, and a copy of the translation if a written English-language 
translation of a non-English-language document, or portion thereof, is within the 
possession, custody, or control of, or is readily available to any individual designated in 
§ 1 .56(c). The IDS has been placed in the application file, but the information referred 
to therein has not been considered. 
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4. The Examiner notes that claims 19-24 recites "means" which perform certain 
functions. Claims 1 9-24, however, are not in the proper format for a 1 1 2 6 th invocation, 
and as such, will not be treated under 112 6 th . 



Specification 

5. Applicant is reminded of the proper language and format for an abstract of the 
disclosure. 

The abstract should be in narrative form and generally limited to a single 
paragraph on a separate sheet within the range of 50 to 150 words. It is important that 
the abstract not exceed 150 words in length since the space provided for the abstract 
on the computer tape used by the printer is limited. The form and legal phraseology 
often used in patent claims, such as "means" and "said," should be avoided. The 
abstract should describe the disclosure sufficiently to assist readers in deciding whether 
there is a need for consulting the full patent text for details. 

The language should be clear and concise and should not repeat information 
given in the title. It should avoid using phrases which can be implied, such as, "The 
disclosure concerns," "The disclosure defined by this invention," "The disclosure 
describes," etc. 

6. The abstract of the disclosure is objected to because it contains more than 1 50 
words. See MPEP § 608.01(b). Correction is required. 



Claim Rejections - 35 USC §112 

7. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 



8. Claims 20, 26, and 32 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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In regard to claims 20, 26, and 32, claim 20, lines 2 and 4 recite "multilevel- 
image processing." This term is not clearly understood or defined in Applicant's 
specification. This renders the claim indefinite. Claims 26 and 32, essentially repeat 
the recitations of claim 20, and therefore are indefinite for the same reasons. 

For purposes of examination, the Examiner will interpret the phrase "multilevel- 
image processing" as meaning any type of image processing performed on an image. 

Claim Rejections - 35 USC § 101 

9. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 19-24 and 31-36 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

In regard to claims 19-24, the claims define a "system." However, while the 
preamble defines a "system", which would typically be indicative of an "apparatus", the 
body of the claim lacks definite structure indicative of a physical apparatus. 
Furthermore, the specification indicates that the invention may be embodied as pure 
software (pg. 14, lines 12-13). Therefore, the claim as a whole appears to be nothing 
more than a "system" of software elements, thus defining functional descriptive material 
per se. 
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Functional descriptive material may be statutory if it resides on a "computer- 
readable medium or computer-readable memory". The claim(s) indicated above lack 
structure, and do not define a computer readable medium and are thus non-statutory for 
that reason. When functional descriptive material is recorded on some computer- 
readable medium it becomes structurally and functionally interrelated to the medium 
and will be statutory in most cases since use of technology permits the function of the 
descriptive material to be realized. The scope of the presently claimed invention 
encompasses products that are not necessarily computer readable, and thus NOT able 
to impart any functionality of the recited program. The examiner suggests: 

1 . Amending the claim(s) to embody the program on "computer-readable 
medium" or equivalent; assuming the specification does NOT define the computer 
readable medium as a "signal", "carrier wave", or "transmission medium" which are 
deemed non-statutory; or 

2. Adding structure to the body of the claim that would clearly define a 
statutory apparatus. 

Any amendment to the claim should be commensurate with its corresponding 
disclosure. 

Note: 

"A transitory, propagating signal ... is not a "process, machine, manufacture, or 
composition of matter." Those four categories define the explicit scope and reach of 
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subject matter patentable under 35 U.S.C. § 101 ; thus, such a signal cannot be 
patentable subject matter." (In re Nuijten, 84 USPQ2d 1495 (Fed. Cir. 2007)). 

Should the full scope of the claim as properly read in light of the disclosure 
encompass non-statutory subject matter such as a "signal", the claim as a whole would 
be non-statutory. Should the applicant's specification define or exemplify the computer 
readable medium or memory (or whatever language applicant chooses to recite a 
computer readable medium equivalent) as statutory tangible products such as a hard 
drive, ROM, RAM, etc, as well as a non-statutory entity such as a "signal", "carrier 
wave", or "transmission medium", the examiner suggests amending the claim to include 
the disclosed tangible computer readable storage media, while at the same time 
excluding the intangible transitory media such as signals, carrier waves, etc. 

In regard to claims 31-36, the claims recite a program that is computer 
readable, i.e., a functional descriptive material as evidenced by Applicant's specification 
at pg. 14, lines 9-17, which by itself is not one of the statutory subject matters. 
However, the claims do not define a "computer-readable storage medium or computer- 
readable memory" and is thus non-statutory for that reason. When functional 
descriptive material is recorded on some computer-readable medium it becomes 
structurally and functionally interrelated to the medium and will be statutory in most 
cases since use of technology permits the function of the descriptive material to be 
realized. 
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Claim Rejections - 35 USC § 102 

1 0. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 19-36 are rejected under 35 U.S.C. 102(b) as being anticipated by U.S. 
Patent Application Publication No. 2001/0053247 A1 to Sowinski et al. (hereinafter, 
Sowinski). 

In regard to claim 19, Sowinski discloses a print-ordering system (Sowinski, 
Fig. 5) comprising: 

print-control means (Sowinski, [0065], line 6, networked computer system) 
which transfers image data to a print system, where the image data is transmitted from 
a user terminal via a network (Sowinski, [0065], lines 1-6), and notifies the print 
system of image-processing mode of the image data and makes the print system 
execute print processing (Sowinski, [0037], line 40, image printing, and [0071], lines 
1-3, image reproduction that incorporates appearances selected by user, image 
reproduction includes printing); 

image-processing means (Sowinski, [0135], lines 2-3, photofinishing service 
provider) which performs image processing for one or more image used for selecting 
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the image-processing mode (Sowinski, [0127], lines 1-6, and Fig. 10 item 1004, 
rendered images are presented to user for selection); 

selection-inquiry means (Sowinski, [0135], lines 2-3, photofinishing service 
provider) that transmits an image-processing-mode-selection image to the user 
terminal and that receives information about a result of selection made by a user from 
among the image-processing-mode-selection image (Sowinski, [0127], lines 1-6, and 
Fig. 10 item 1004, rendered images are presented to user for selection, according 
to Fig. 10, user is selecting, among other things, a first choice for image 
rendering - see category in Fig. 10 above item 1006); and 

selection-result-storing means (Sowinski, [0129], lines 7-9, since the recitation 
of storing is given, a selection-result-storing means is inherent) which stores the 
selection-result information (Sowinski, [0129], lines 7-9, stored in file), wherein the 
print-control means determines the image-processing mode of which the print system is 
notified based on the selection-result information stored in the selection-result- storing 
means (Sowinski, [0127], lines 1-9, and [0137], line 1 - [0138] line 5, profile is 
developed from user selection, profile is used to fulfill film processing). 

In regard to claim 25, Sowinski discloses a print-ordering method (Sowinski, 
[0002], lines 1-10, the method is inherent) comprising: 

transferring image data to a print system, where the image data is transmitted 
from a user terminal via a network (Sowinski, [0065], lines 1-6), and the print system is 
notified of image-processing mode of the image data and the print system is made to 
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execute print processing (Sowinski, [0037], line 40, image printing, and [0071], lines 
1-3, image reproduction that incorporates appearances selected by user, image 
reproduction includes printing); 

performing image processing for an image used for selecting the image- 
processing mode (Sowinski, [0127], lines 1-6, and Fig. 10 item 1004, rendered 
images are presented to user for selection); 

transmitting an image-processing-mode-selection image to the user terminal and 
receiving information about a result of selection made by a user from among the image- 
processing-mode-selection image (Sowinski, [0127], lines 1-6, and Fig. 10 item 1004, 
rendered images are presented to user for selection, according to Fig. 10, user is 
selecting, among other things, a first choice for image rendering - see category 
in Fig. 10 above item 1006); and 

storing the selection-result information in selection-result-storing means 
(Sowinski, [0129], lines 7-9, since the recitation of storing is given, a selection- 
result-storing means is inherent), wherein, the image-processing mode of which the 
print system is notified is determined based on the selection-result information stored in 
the selection-result-storing means (Sowinski, [0127], lines 1-9, and [0137], line 1 - 
[0138] line 5, profile is developed from user selection, profile is used to fulfill film 
processing). 

In regard to claim 31, Sowinski discloses a program that is computer readable 
and adapted to control a print-ordering system which produces a print of a print-order 
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image stored in a user terminal by using a print system (Sowinski, [0002], lines 1-10, 
and [0152], lines 1-4), the program comprising: 

a print-control step adapted to transfer image data to a print system, where the 
image data is transmitted from a user terminal via a network (Sowinski, [0065], lines 1- 
6), and the print system is notified of image-processing mode of the image data and the 
print system is made to execute print processing (Sowinski, [0037], line 40, image 
printing, and [0071], lines 1-3, image reproduction that incorporates appearances 
selected by user, image reproduction includes printing); 

an image-processing step adapted to perform image processing for an image 
used for selecting the image-processing mode (Sowinski, [0127], lines 1-6, and Fig. 
10 item 1004, rendered images are presented to user for selection); 

a selection-inquiry step adapted to transmit the image-processing-mode- 
selection image to the user terminal and receive information about a result of selection 
made by a user from among the image-processing-mode-selection image (Sowinski, 
[0127], lines 1-6, and Fig. 10 item 1004, rendered images are presented to user for 
selection, according to Fig. 10, user is selecting, among other things, a first 
choice for image rendering - see category in Fig. 10 above item 1006); and a 

selection-result-storing step adapted to store the selection-result information in 
selection-result-storing means (Sowinski, [0129], lines 7-9, since the recitation of 
storing is given, a selection-result-storing means is inherent), wherein, at the print- 
control step, the image-processing mode of which the print system is notified is 
determined on the basis of the selection-result information stored in the selection- 
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result-storing means (Sowinski, [0127], lines 1-9, and [0137], line 1 - [0138] line 5, 
profile is developed from user selection, profile is used to fulfill film processing). 

In regard to claims 20, 26, and 32, Sowinski discloses wherein the image- 
processing means performs multilevel-image processing for the image-processing 
mode (Sowinski, [0126], lines 3-12, multi-level processing includes picture look 
preferences) and the selection-inquiry means transmits at least two image-processing- 
mode-selection images obtained by performing a multilevel-image processing to the 
user terminal so that the user makes selection (Sowinski, [0127], lines 1-6, and Fig. 
10 item 1004, rendered images are presented to user for selection, according to 
Fig. 10, user is selecting, among other things, a first choice through a fourth 
choice for image rendering - see category in Fig. 10 above item 1006). 

In regard to claims 21, 27, and 33, Sowinski discloses wherein the image- 
processing means performs the image processing for any one of a sample image stored 
in an image database in advance (Sowinski, [0040], line 6, and [0127], lines 1-6, and 
category in Fig. 10 above item 1006) or the image data transmitted from the user 
terminal (Sowinski, [0135], lines 8-11, the disclosure of presenting one of the 
customer's image from a recent order inherently means that the image- 
processing means performs the image processing for image data transmitted 
from the user terminal. Moreover, Sowinski is directed to photofinishing (see 
Sowinski, [0002], lines 1-10), so its inherent that that the image-processing means 
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performs the image processing for image data transmitted from the user 
terminal). 

In regard to claims 22, 28, and 34, Sowinski discloses means (Sowinski, Fig. 
4A) adapted to make an inquiry about which of the sample image and the image data of 
the user the user wants to select, as the image-processing-mode-selection image, via 
the user terminal, wherein the image-processing-mode-selection image is selected and 
the image processing is performed according to information about a result of the 
selection made by the user for the inquiry (Sowinski, [0135], lines 8-11, customer's 
image; Sowinski, [0040], line 6, and [0127], lines 1-6, and category in Fig. 10 
above item 1006, selection of sample image; Sowinski, Fig. 4A, left column of Fig. 
4A under "SELECT LOOKS" heading and "MY PICTURES" heading. The 
categories in the left hand column of Fig. 4A are giving the user the option to 
select a previous picture ("MY PICTURES"), and a sample image ("SELECT 
LOOKS")). 

In regard to claims 23, 29, and 35, Sowinski discloses means (Sowinski, Fig. 
4A) adapted to ask the user about a type of the image-processing mode in which the 
image-processing means performs the image processing via the user terminal 
(Sowinski, Fig. 4A, left column of Fig. 4A, under "SELECT LOOKS" heading), 
wherein the type of the image-processing mode is determined according to a result of 
selection made by the user for the inquiry (Sowinski, [0054], lines 1-21). 
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In regard to claims 24, 30, and 36, Sowinski discloses wherein the image- 
processing mode includes at least one of outline emphasis, hue, color density, 
gradation, and contrast (Sowinski, [0126], lines 3-12, hue). 

Conclusion 

1 1 . The prior art made of record and not relied upon is considered pertinent to 
Applicant's disclosure and is as follows: 

Greco et al., U.S. Patent Application Publication No. 2002/0120680 A1, teaches 
providing electronic document services. 

12. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to ERIC A. RUST whose telephone number is (571)-270- 
3380. The examiner can normally be reached on Monday - Friday, 8:00 a.m. - 5:00 
p.m., EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nabil El-Hady can be reached on (571)-272-3963. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
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Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

IE. A. R.I 

Examiner, Art Unit 4147 
07/13/2009 

/Anand Bhatnagar/ 

Primary Examiner, Art Unit 2624 

July 18, 2009 



